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1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 4-7, 13-15, 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ingenhoven (6869571), and further in viewof Tajima (WO01/53839). 
Note that US 6,691,748 is relied upon as an English language equivalent translation of 
wool 753839. 
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Ingenhoven teaches a device for aspirating and dispensing having a large 
diameter portion 20; a small diameter portion at the bottom of adapter 8'; a sliding 
section comprising piston 19, rod 4, and a connection section shown as a knob at the 
top of rod 4; actuating part 13, non-actuating part comprising fitting 3', and suction and 
discharge mechanism 11, 12, 14. Sheath 8 is engaged with and covering all of the 
small diameter portion at the bottom of adapter 8'. See Figs 1-3, esp. 1 and 3. With 
respect to "detachable manner" in the parts are structurally capable of being 
disassembled, as by sliding large diameter sleeve 20 out of fitting 3' in Figure 3, or 
sliding the knob out of the containment notch in actuating part 13. The sliding section is 
between the knob (connector) and the bottom of the tip (small diameter). 

5. Ingenhoven fails to teach a container placement area, movement section, 
magnetic section or temperature controller. 

6. Tajima teaches a device similar to that of Ingenhoven. A container placement 
area 1 2 is provided with stations for temperature control and magnetic treatment as 
claimed (see, e.g., abstract). Tips can be attached as claimed in step SI 03. 

7. It would have been obvious to provide a container placement area with stations 
for temperature control and magnetic treatment as claimed in the device of Ingenhoven 
in order to perform processes such as PGR as taught by Tajima. In that Ingenhoven 
teaches moving the array of cylinders over the liquid sources (col. 7, lines 65-67), it 
would have been obvious to provide means for moving the cylinders instead of or in 
addition to means for moving the containers. With respect to claim 4, a fitting section, 
e.g., element 10 of Ingenhoven connects the cylinders to the suction and discharge 
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mechanism, and it would liave been obvious to mal^e it detacliable, e.g., in order to 
facilitate cleaning or replacement of parts. Recess 18 constitutes the instant gap 
elimination mechanism of instant claim 5 as a tight fit is shown. An 0-ring can be 
provided between the small diameter section and sheath (col. 3, line 40) constituting the 
protruding engagement section of instant claim 6. 

8. Claims 8-10, 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ingenhoven and Tajima as applied to claims above, and further in view of Gordon 
(2003/0026732) 

9. The primary references fail to teach an optical system for detecting fluid level in 
the cylinders. 

Gordon teaches a pipette system similar to that of Ingenhoven. Optical detectors 
1 1 1 10, 1 1 12 are provided to detect liquid levels in the pipette cylinders to ensure 
accurate operation (Figure 1 1 , abstract). 

It would have been obvious to provide optical level sensors in the device of 
Ingenhoven in order to ensure accuracy as taught by Gordon. With respect to claim 9, it 
would have been obvious to use reflection using a mirror in place of transmission as 
was known In the art and to use a CCD as a known light detector. With respect to claim 

10. It would have been obvious to make the detectors moveable, e.g., in order to 
facilitate desired positioning, replacement or removal. 

1 0. Claims 1 1 -1 2, 1 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Ingenhoven and Tajima as applied to claims above, and further in view of Chow 
(5275951). 
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1 1 . The primary references fail to teach a barcode on the containers. 

1 2. Chow teaches a barcode on a multiwell plate for identifying the plate and storing 
information (col. 7, lines 60-68). 

1 3. It would have been obvious to provide a barcode on the containers of 
Ingenhoven and Tajima in order to identify the plates for data collection as taught by 
Chow. It would have been obvious to make the barcode removable, e.g., in order to 
reuse the plates in order to reduce waste as was known in the art. 

14. Claims 21-24 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

1 5. Applicant's arguments filed July 21 , 201 0 have been fully considered but they are 
not persuasive. 

16. Applicant argues that Ingenhoven does not teach an actuating part of the suction 
and discharge mechanism detachable, but just as in the instant invention Ingenhoven 
shows protruding knobs fitted into a slot in the "actuating portion" of the piston drive. 
The examiner notes that applicant has not correlated that parts of the instant invention 
to the claim language and described how the instant parts define over the parts of 
Ingenhoven. The inventions are substantially the same — there is a pipette with larger 
body and a smaller discharge end, a piston in the pipette with a knob on the top, and 
the knob fits into a slot in a plate that moves up and down. With respect to "detachable 
manner" in the parts are structurally capable of being disassembled, as by sliding large 
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diameter sleeve 20 out of fitting 3' in Figure 3, or sliding the knob out of the containment 
notch in actuating part 13. 

1 7. Applicant's arguments with respect to claims 21 -24 are persuasive. 

1 8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jan M. Ludlow whose telephone number is (571) 272- 
1260. The examiner can normally be reached on Monday, Tuesday and Thursday, 
11:30 am - 8:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jan M. Ludlow 
Primary Examiner 
Art Unit 1797 

/Jan M. Ludlow/ 

Primary Examiner, Art Unit 1797 



